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DETAILED ACTION 



1. 



This office action is in response to communication filed on 1/14/2009. 



2. 



Claims 15, 16, 21, 22 and 27-89 are presented for examination. 



Claim Rejections - 35 USC S 103 



3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 15, 16, 21, 22, 27-32, 33-36, 37-89 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Emens et al. (7,076,443 hereinafter Emens) in view of Herz 
et al. (5,835,087 hereinafter Herz). 

With respect to claims 15, 16, 21 , 22, 27-31, 33-35, 37-89, Emens teaches a 
system for delivering ads to a user operating a station connected to a distributed 
computer network (Abstract). An ad server which maintains the ads for the user at the 
station across the distributed network, the user station allowing the user to retrieve 
information containing content (Figure 3, 1 10); a data store that identifies a set of rules 
associated with each ad, the rules indicate a level of relevancy of the ad to the content 
of the information retrieved (Figure 3, 140); a match maker that accesses the content 
retrieved by the user, extracts the content according to its rules, parses the content of 
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the information by objects, free of information about the user (col. 4, lines 54-58) and 
targets an ad from the server to the content by applying the rules in the data store, and 
directly sends the targeted ad to the station for display with the content (Figure 3, 160 
and corresponding text, specially col. 7, lines 11-17 which discloses The search result 
items and associated product icons are then displayed to the browser 100 ). 

With respect to the newly added feature of the content being accessed in 
response to the submission of a URL by the user. Herz teaches on Figure 10, 1 1 02 a 
user accesses a news site and the articles delivered to the users are based on the 
user's submission. It would have been obvious to a person of ordinary skill in the art at 
the time of Applicant's invention to have replaced Emens keyword search with the 
teachings of Herz of the content being accessed in response to the submission of a 
URL by the user because such a motivation would avoid unwanted articles in an 
irrelevant or unexpected context (Herz, col. 2, lines 43-53). 

Claim 32 further recites that the performance is measured by click through rates 
of targeted ads. Official notice is taken that is old and well known in the computer 
related arts to monitor the amount of click through of an ad in order to measure how 
effective or attractive is the advertisement being presented. It would have been obvious 
to a person of ordinary skill in the art at the time of Applicant's invention to have 
included measuring the performance by click through rates of the ads in order to obtain 
the above mentioned advantage. 
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Claim 36 further recites that the content is classified is related to past 
consumption by users as a consequence of ads that were received and responded to. 
Official notice is taken that is old and well known to classify information related to past 
consumption of prior products or coupons redemption by the consumer in order to better 
target consequent ads to the users. It would have been obvious to a person of ordinary 
skill in the art at the time of Applicant's invention to have included the content being 
classified is related to past consumption by users as a consequence of ads that were 
received and responded to in order to obtain the above mentioned advantage. 

Response to Arguments 

Applicant argues that Emens doesn't teach displaying the requested content and 
the targeted ad together. The Examiner wants to point out that Emens teaches on col. 
7, lines 11-18, "the request server IH then builds a results page which contains 
the search result items, and if the search result item was flagged as a having a 
product match, a product icon or graphical user interface designator is also 
displayed for subsequent user selection. The search result items and 
associated product icons are then displayed 98 to the browser 100". As stated 
clearly from Emens above, the search result item is displayed along with the matching 
product icon. The product icon is a targeted advertisement based on the search result. 
Emens clearly teaches the recited claim limitation of "directly send the targeted ad to 
the station for display with the content" as stated above, in Emens, the targeted 
product icon is sent to the user station along with the search result (Emens col. 7, lines 
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11-18). 

Applicant argues that in Emens the user has to click on the product icon and that 
in the instant invention the user does not, the Examiner wants to point out that the 
instant claims do not recite in what format the advertisements are presented to the user 
and therefore the claimed invention are met by Emens displaying the search results 
and targeted product icon to the user. 

With respect the content being accessed in response to the submission of a URL 
by the user. The Examiner wants to point out that in Herz the user inputs the URL in 
order to receive content from a particular website and in Emens the user inputs 
keywords in order to receive the content. Modifying Emens to incorporate Herz 
teachings will produce a system wherein the user uses the URL instead of keywords to 
receive the content. This change is obvious and well known for users to use company's 
URL in order to obtain direct access to the information needed and therefore contrary to 
Applicant's arguments, the references do not teach away from each other. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 
871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Applicant argues that the references do no teach a set of relevancy rules 
associated with each ad. The Examiner disagrees with Applicant because Emens 
clearly teaches on col. 4, lines 54-58, " The method of the instant invention follows an 
approach uniquely different from the e-commerce method of user profiling. Instead of 
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using user profiles to target advertisement, the resultant search result items from a 
search engine performing an Internet search are utilized. These search result items 
are associated with similar or related advertisements." The advertisements 
displayed to the users matches the search result item, as can be seen by above 
the ads are based on relevancy rules associated with the search results and not based 
on profiling or any information about the user or any intervening entities. 

With respect to the official notice taken by the Examiner that monitoring the 
amount of click through of an ad and classifying information based on past consumption 
of prior products or coupons redemption by the consumer are well known. Applicant 
asserts that Emens or Herz do not teach such functions, but this is not relevant to the 
use of Official Notice. While applicant may challenge the examiner's use of Official 
Notice, applicant needs to provide a proper challenge that would at least cast 
reasonable doubt on the fact taken notice of. See MPEP 2144.03 where In re Boon is 
mentioned. 

Conclusion 

4. All claims are drawn to the same invention claimed in the earlier application and 
could have been finally rejected on the grounds and art of record in the next Office 
action if they had been entered in the earlier application. Accordingly, THIS ACTION IS 
MADE FINAL even though it is a first action in this case. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Point of contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James w. Myhre can be reached on (571)272-6722. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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